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DETAILED ACTION 

1 . This office action is in response to communication filed on 7/28/2006. 

2. Claims 1 -1 5 are presented for examination. 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Herz (5,835,087 hereinafter Herz). 

With respect to claims 1 , 4-6, 8, 1 1-18 Herz teaches an in contents-advertising 
method wherein advertisement information provided beforehand is included in digital 
contents activated by a user terminal (Summary). Activating in a user terminal in a 
program by a user the digital content and determining that the digital contents have 
been activated by the user (col. 55, lines 45-54); transferring an identifier of the digital 
contents and an identifier of the user to an advertising information server when the 
digital contents have been activated by the user (col. 55, lines 45 to col. 56, lines 1-14); 
selecting and retrieving advertising information by the advertising information server 
based on the digital contents identifier and the user identifier and transferring the 
retrieved advertising information to the user terminal (col. 60, lines 1 1-20); inserting the 
retrieved advertising information in the digital contents such that the advertising 
information is automatically selected and retrieved from the advertising server, 
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transferred to the user terminal and inserted in the digital contents when the digital 
contents are activated in the user terminal by the user (col. 55, lines 45 to col. 56 lines 
1-14; col. 60, lines 11-20 and col. 61, lines 4-26). 

With respect to the digital contents being activated in a game program. Herz 
teaches the content is activated in a news service program. It would have been 
obvious to a person of ordinary skill in the art to have changed the news service 
program of Herz to a game program in order to attract fun, younger users to the 
system. 

With respect to the newly added feature of based on information indicating that 
advertisements may be inserted, advertising information included in the digital content is 
updated with the retrieved advertising information. In Herz, the lists of advertisements 
are pre-selected based on the target profile of the article (col. 55, lines 50-62) and the 
amount that advertisers are willing to pay (col. 40, lines 8-28). 

With respect to claims 2-3, Herz further teaches providing the advertising 
information by the advertising server to the contents provider for insertion in the digital 
contents (Figure 1). 

Claims 7 and 9, further recite advertising fees based on said recording results. 
Official notice is taken that it is old and well known to charge based on 
recording/product quality. For example, a low/inferior quality recording or product gets a 
lower fee that a high quality product or recording in order to compensate for good 
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performance. It would have been obvious to a person of ordinary skill in the art at the 
time of Applicant's invention to have included advertising fees based on said recording 
results in order to obtain the above mentioned advantages. 

Claim 10 further recites the advertisers providing the times of the advertisement 
insertion and providing said ads based on said advertisements information specified 
from said advertiser. Official notice is taken that is old and well known for advertisers 
to select the times slots and structure in which they want the advertisements to be 
displayed to the customers. It would have been obvious to a person of ordinary skill in 
the art at the time of Applicant's invention to have included the advertisers providing the 
time of the advertisements insertion because such a modification would allow the 
advertisers to target the proper audience based on the time period selected. 

Response to Arguments 

4. Applicant requests that the finality of the rejection be withdrawn based on the 
incompleteness of the rejection with regard to claims 14-18. The Examiner wants to 
point out that claims 14-18 are mainly claiming known characteristics of a game/movie 
program and therefore the Examiner has taken official notice of changing the Herz news 
program to a game/movie program. Having a game/movie program will also include a 
header with at least a company name and a title and the remaining characteristics of 
components of claims 14-18, so therefore the Examiner didn't see the need to reject 
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these claims separately since a game/movie program has the known characteristics 
claimed in claims 14-18. 

5. Applicant argues that there's a fundamental difference between the news 
clipping program and the game program recited. The Examiner is keeping her position 
that the steps being claimed would have be performed the same regardless if they 
were implemented in a news program or a game program and therefore is an obvious 
variation. 

6. With respect to the newly added feature of based on information indicating that 
advertisements may be inserted, advertising information included in the digital content is 
updated with the retrieved advertising information. In Herz, the lists of advertisements 
are pre-selected based on the target profile of the article (col. 55, lines 50-62) and the 
amount that advertisers are willing to pay (col. 40, lines 8-28). Therefore, Herz teaches 
selecting and making a determination indicating that advertisements will be inserted 
into the content before the content is presented to the user. 

7. In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, a person of 
ordinary skill in the art is presumed to have some knowledge in the art. In this case 
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given the fact that Herz teaches news programs which have a general adult audience, 
one of ordinary skilled in the art would have taught of attracting a more younger 
audience by implementing the steps of Herz in a video/movie program. 



8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Raquel Alvarez whose telephone number is (571)272- 
6715. The examiner can normally be reached on 9:00-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eric w. Stamber can be reached on (571)272-6724. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571^72-1000. 
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